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Bef ore Seeherman, Qui nn and Hohein, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Basharat A. Jaml, Irfan Jam |, Furhan A Jam | and
Usman A. Jam |, all of whomare United States citizens and who
W Il hereinafter be collectively referred to in the singular as

"applicant,” have filed an application to register on the
Princi pal Register the mark "MCHEALTH CLI NI C' and desi gn, as

repr oduced bel ow,

ScHealt
C n i ¢

[ 1

for "heal thcare services, nanely, preventative, alternative, and
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nl

conventional healthcare.

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C. 81052(d), on the ground that
applicant's mark, when applied to the services recited in the
application, so resenbles the foll ow ng marks, which are
regi stered by the sane registrant for the various services
indicated, as to be likely to cause confusion, m stake or
deception:?

(i) the mark "RONALD MCDONALD HOUSE, "

which is registered for a "newsletter dealing

with a housing programfor famlies with

hospitalized children" and for "providing

tenporary | odgi ng and enoti onal support for

famlies with hospitalized children";?

(ii) the mark "RONALD MCDONALD HOUSE"
and design, as reproduced bel ow,

' Ser. No. 76032587, filed on April 24, 2000, which is based on an
al l egation of a bona fide intention to use the mark in conmerce. The
word "CLINIC' is disclained and, as further stated in the application:

The mark consists of the wording, "MCHEALTH CLIN C'
th a stylized representation of a stethoscope formng the
letter M  The letter Mand the term CLINNC will appear in
red and the |l owercase letter "C," the term"HEALTH, " and
t he stethoscope design will appear in blue.

W

2 Wile the final refusal was al so based on Reg. No. 1,794,979, which
i ssued on Septenber 28, 1993 for the mark "MCFI T" for "newsletters
related to health and fitness prograns,"” such registration has now
expired. Accordingly, no further consideration will be given thereto.

° Reg. No. 1,201,031, issued on July 13, 1982, which sets forth a date
of first use of the mark anywhere and in comrerce of, respectively,
March 1979 for the goods and Cctober 15, 1974 for the services;
renewed. The word "HOUSE" is disclained.
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which is registered for "providing tenporary
| odgi ng and envotional support for famlies
with hospitalized children";*

(iii) the mark "RONALD MCDONALD HOUSE"
and design, as illustrated bel ow,

which is registered for "providing tenporary
| odgi ng and enotional support for famlies
with hospitalized children";?®

(iv) the mark "RONALD MCDONALD HOUSE
FAM LY ROOM' and desi gn, as depicted bel ow,

Ronald McDanald Hoise

FAMIL
ROOM

which is registered for "providing
hospitality rooms within hospitals for
famlies wth hospitalized children";® and

(v) the mark "RONALD MCDONALD HOUSE
FAM LY ROOM" which is registered for
"providing hospitality rooms within

‘ Reg. No. 1,337,332, issued on May 21, 1985, which sets forth a date
of first use of the mark anywhere of January 1981 and a date of first
use of the mark in conmerce of February 1981; conbined affidavit 888
and 15. The word "HOUSE" is disclained.

® Reg. No. 1,927,933, issued on Cctober 17, 1995, which sets forth a
date of first of the mark anywhere and in comerce of February 1994;
conbi ned affidavit 888 and 15. The word "HOUSE" is disclained.

°® Reg. No. 2,381,540, issued on August 29, 2000, which sets forth a
date of first of the mark anywhere and in commerce of March 11, 1992.
The word "HOQUSE" is disclained.
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hospitals for famlies with hospitalized

children."’

Appl i cant has appealed. Briefs have been filed, but an
oral hearing was not held. W reverse the refusal to register.

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence which are relevant to
the factors bearing on the issue of whether there is a |ikelihood
of confusion. Inre E. |. du Pont de Nenours & Co., 476 F.2d
1357, 177 USPQ 563, 568 (CCPA 1973). However, as indicated in
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d 1098,
192 USPQ 24, 29 (CCPA 1976), in any |likelihood of confusion
anal ysis, two key considerations are the simlarity or
dissimlarity in the goods and/or services at issue and the
simlarity or dissimlarity of the respective marks in their
entireties.”’

Turning first to the simlarity or dissimlarity in the
goods and services at issue, Exam ning Attorney properly notes in
her brief that it is well established that an applicant's
servi ces and those goods and/or services of the registrant need
not be identical or even conpetitive in nature in order to
support a finding of likelihood of confusion. Instead, it is
sufficient that the respective goods and/or services are rel ated

in some manner and/or that the circunstances surrounding their

" Reg. No. 2,377,753, issued on Cctober 26, 1999, which sets forth a
date of first of the mark anywhere and in conmerce of March 11, 1992.
The word "HQUSE" is disclained.

® The court, in particular, pointed out that: "The fundanental inquiry
mandat ed by 82(d) goes to the cumul ative effect of differences in the
essential characteristics of the goods [or services] and differences
in the marks."
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mar keting are such that they would be likely to be encountered by
t he sanme persons under situations that would give rise, because
of the marks enployed in connection therewith, to the m staken
belief that they originate fromor are in sonme way associ ated
with the sanme producer or provider. See, e.qg., Mnsanto Co. V.
Envi ro- Chem Corp., 199 USPQ 590, 595-96 (TTAB 1978) and In re

I nternational Tel ephone & Tel egraph Corp., 197 USPQ 910, 911
(TTAB 1978). The Exam ning Attorney, while making no nention of
registrant's newsletter, maintains in view of the above that
"applicant provides services that are related to the registrant's
provi sion of healthcare services" because registrant "has created
a physical presence within hospitals by providing hospitality
roons"” and has furnished "assistance to the famlies of
hospitalized children by providing tenporary | odging and
enotional support.” Registrant's services, the Exam ning
Attorney insists, are "sufficiently related to the health care
field so that confusion between the applicant’'s mark and the

regi stered marks would be likely."

Applicant, on the other hand, contends that healthcare
consuners would not regard the provision by applicant of the
services of "preventative, alternative, and conventi onal
heal t hcare" as being comrercially or otherwise "sufficiently
related to" the provision by registrant of either such services
as "tenporary |odging and enotional support for famlies with
hospitalized children"” or "hospitality roonms within hospitals for
famlies with hospitalized children." In particular, applicant

argues in its reply brief that because "the scope of the
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registered marks is 'housing' and '[hospitality roons]'" while
"the scope of the Applicants [sic] mark ... is nedical care

[of fered] through health clinics, ... they are dianetrically
opposite" services which the general public is sinply not |ikely,
at least on this limted record, to consider as being rel ated.

It is nonethel ess obvious that, as identified, each of
the respective services is directed in a broad sense to sone
aspect of the field of healthcare, with applicant providing
"preventative, alternative, and conventional healthcare" through
venues that could include nedical clinics or even hospitals and
registrant providing, for famlies of hospitalized children,
tenporary | odgi ng and enoti onal support as well as hospitality
roons within hospitals. Mre inportantly, however, the
respective services would appear on their face to be
conplenentary in that the famlies of children in need of
clinical or hospital care not infrequently require tenporary
| odgi ng and enotional support, as well as hospitality roons
wthin a hospital, in order to be able to stay with their
children during the provision of nedical treatnent. Furthernore,
such famlies would consequently find a newsletter dealing with a
housi ng programfor famlies with hospitalized children to be of
i nterest concerning details of and devel opnents in tenporary
| odgi ng which is conveniently |ocated to a hospital or nedical
clinic needed by their children. Accordingly, we agree with the
Exam ni ng Attorney that the healthcare services which applicant
intends to provide through its nedical clinic or could provide in

a hospital are "sufficiently related to" registrant's newsletter
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dealing with a housing programfor famlies with hospitalized

children and its services of providing tenporary | odging and

enotional support, as well as in-hospital hospitality roons, for

famlies of child patients that, if offered under the sane or

substantially simlar marks, confusion as to the origin or

affiliation thereof would be likely to occur.

Turning, then, to consideration of the marks at

herein, the Exam ning Attorney asserts in her brief that:
The applicant's mark is ... likely to be
confused with the [registrant's] marksj, ]

all of which contain the wordi ng, RONALD

MCDONALD. The owner of these nmarKks,

McDonal d' s Corporation, has established a
fanobus famly of marks containing the prefix
"MC." The Trademark Trial and Appeal Board

has recogni zed the fanme of these nmar

ks as

well as the establishnent of a famly of

mar ks by McDonal d's Corporation. In the case
of McDonald's Corp. v. McCain, 37 USPQd
1274 (TTAB 1995), the ... Board held that the

applicant's MCCLAIM mark for "l ega

servi ces"

so resenbled the McDonald's famly of marks
that confusion was |likely, as many of the

| atter marks conbine the distinctive MC
prefix with suggestive or descriptive ternmns,

and the term CLAIMis descriptive or

suggestive when used in connection with | egal
services. Additionally, in the case of
McDonal d's Corp. v. MKinley, 13 USPQd 1895

(TTAB 1989), the ... Board held that
applicant's MCTEDDY mark, when used

t he
in

connection with teddy bears, was likely to
cause confusion as to source in light of the
wel | -knowmn MC and MAC fam |y of marks owned

by McDonal d' s Cor porati on.

As evidenced by the decisions of the ..
Board, the McDonal d's Corporation is wdely
known by consuners for its use of the prefix

"MC'" in conjunction with a wde vari
goods and services. Thus, the exam
attorney nmaintains that consuners ar

ety of
ni ng
e likely

to believe that MCHEALTH CLINIC i s associ at ed
with the cited marks containing the wording

RONALD MCDONALD HOUSE, and ori gi

nat es

i ssue
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fromthe sane source, nanely, MDonal d' s
Cor por ati on.

Applicant, observing inits initial brief that the

"driving force and controlling factor” behind the refusal to

regi ster "seemto be the 'fane of the cited marks "and the size

of" the registrant, insists that "[t]he fame and the size of a

corporation should have no role in the USPTO deci sion" concerning
whet her confusion is |likely. However, as set forth in du Pont,
supra, "[t]he fanme of the prior mark (sales, advertising, |length
of use)" is a factor to be considered "[i]n testing for

I'i kel i hood of confusion ... when [evidence thereof is] of
record.” In particular, the Exam ning Attorney correctly points
out in her brief that:

Famous marks enjoy a wide |atitude of |egal
protection because they are nore likely to be
remenbered and associated in the public mnd
then [sic] a weaker mark. Recot, Inc. v.

M C. Becton, 214 F.3d 1322, 1327, 54 USPQd
1894, 1987 [sic] (Fed. Cr. 2000) (Trademark
Trial and Appeal Board erred in limting the
wei ght accorded to the fanme of opposer's

FRI TO- LAY mark); Kenner Parker Toys Inc. v.
Rose Art Industries, Inc., 963 F. 2d 350, 352,
22 USPQ2d 1453, 1456 (Fed. Cr. 1992) (Board
erred in discounting the fame of opposer's
mar k PLAY-DOH). \When present, the fane of
the mark is "a dom nant factor in the

I'i kel i hood of confusion analysis for a fanous
mar k, i ndependent of the consideration of the
rel at edness of the goods [or services]."
Recot, Inc. v. MC. Becton, 214 F.3d 1322,
1327, 54 USPQRd 1894, 1898.

Neverthel ess, the rights conferred by a fanous mark, in
| egal contenplation, are not the sane as a right in gross, which
woul d preclude the registration to another of the sanme or simlar
mar k(s) for any goods and services. For instance, even though

f amous mar ks, as noted above, are entitled to a wde |latitude of
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| egal protection, our principal reviewing court in Electronic
Design & Sales Inc. v. Electronic Data Systens Corp., 954 F.2d
713, 21 USPQ2d 1388, 1392 (Fed. G r. 1992), underscored in its
reversal of the Board's finding of a |ikelihood of confusion that
"the Board gave too nuch weight to certain DuPont factors, such
as the strength of opposer's mark, and failed to give due wei ght
to countervailing DuPont factors, such as the sophistication of
purchasers." As set forth in du Pont, supra, "[t]he evidentiary
el ements are not listed ... in order of nerit" inasmuch as
"[e]ach may from case to case play a dom nant role."

In this case, however, there sinply is no evidence
which is properly of record which currently establishes the fane
of any marks owned by registrant, including an asserted famly of
"MC'-prefixed marks, nuch | ess any evidence show ng that marks
whi ch include the nane "RONALD MCDONALD' or the phrase "RONALD
MCDONALD HOUSE" presently are fanous. The Exam ning Attorney's
reliance on certain factual finding by the Board in MDonald's
Corp. v. MO ain, supra, and McDonald's Corp. v. MKinley, supra,
to support her contention regarding the existence at the present
time of a "fanmous famly of marks containing the prefix "MC" is
m spl aced for several reasons. Not only are such cases, which
were respectively decided on May 23, 1995 and Septenber 25, 1989,
now over nine and 14 years old, but even if they issued on the
sane date as this opinion, the findings of fact and concl usi ons
of law stated therein do not constitute evidence which is binding
on either applicant or the Board in this proceeding. See, e.q.,

Faul tl ess Starch Co. v. Sal es Producers Associates, Inc., 530
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F.2d 1400, 189 USPQ 141, 142-43 (CCPA 1976) [because ultimate
concl usion regarding likelihood of confusion is necessarily drawn
fromall probative facts in evidence in each individual case,
such concl usi on, as distinguished fromgeneral rules of |aw or
interpretation, cannot be controlled by earlier conclusions
reached in another case]; and National Dairy Products Corp. V.
Par man- Kendal | Corp., 122 USPQ 332, 333 (TTAB 1959) ["facts found
by a court and the conclusions drawn therefromin a case
i nvol vi ng anot her party are not binding on this applicant or
controlling on this tribunal"].?’

Because there is no proof that the cited marks are part
of a fanobus famly of registrant's marks, we nust decide the
i ssue of |ikelihood of confusion on the basis of each of the
cited marks individually. Wen such marks and applicant's mark
are considered in their entireties, we find that applicant's
"MCHEALTH CLINIC' and design mark is substantially different in
sound, appearance, connotation and conmercial inpression from

registrant's "RONALD MCDONALD HOUSE" and "RONALD MCDONALD HOUSE

®This is not to say, of course, that the Board is totally unaware of
registrant and its fast-food products and restaurant services.

Rat her, like applicant, this panel is certainly famliar with such.
Applicant, we note, has essentially admtted that registrant is very
wel | known if not fampus for its fast-food operations inasnmuch as
applicant, inits reply brief, nakes the statenent that "MDonal d' s
Cor poration should rest assured that nobody will show up in a MHealth
Adinic to buy a bigmac and[,] vice versa, nobody will go to MDonald's
Restaurant to have a blood test!" |In the context of this appeal,
however, one of the issues before us is whether there is evidence

whi ch proves that marks which contain the "MC'-prefix, or which
consi st of or include the nane "RONALD MCDONALD' or the phrase "RONALD
MCDONALD HOUSE, " form a fampous family of marks for such services as
providing tenporary | odging and enotional support, as well as
hospitality roons within hospitals, for famlies with hospitalized
children and such ancillary goods as newsletters dealing with a
housi ng programfor famlies with hospitalized children

10
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FAM LY ROOM' marks. Applicant, in this regard, reiterates inits
reply brief the argunent which it nmade in its initial brief,
enphasi zing in particular that:™

A conparison of the designs of [registrant's]
... marks with the Applicants [sic] mark
indicates that there is no simlarity between
the designs due to the fact that the heart-
shaped stethoscope Min the design of the
Applicants [sic] mark is clearly distinct
fromthe Mused in the registered designs.
The col or schene of the Applicant['s] design,
[wwth] Mand dinic [in] red and rest [in]

bl ue on white base (red, white and bl ue),
will nost likely | eave the inpression and
image of Mdinic in the eyes of the viewers,
t hus | eaving no confusi on between the sound,
connot ation and commercial inpression of the
Applicants [sic] design and the registered
desi gns.

On the other hand, the Exam ning Attorney in her brief
"maintains that it is the prefix, "M " not the design el enent,
which wll be renenbered nost by consuners,” noting that:

When a mark consists of a word portion and a
design portion, the word portion is nore
likely to be inpressed upon a purchaser's
menory and to be used in calling for the
goods or services. Therefore, the word
portion is controlling in determning

i kelihood of confusion. 1In re Dakin's

M niatures Inc., 59 USPQ2d 1593, 1596 (TTAB

" Applicant also repeats in its reply brief a contention which it

rai sed throughout the prosecution of its application. Specifically,
referring to an article which reports that, on or about Novenber 27,
2001, "Judge David Neuberger" of "London's High Court ... ruled that a
Chi nese restaurant owner can use the nanme McChina for his chain of
fast-food outlets despite protests from hanburger giant MDonald's,"
applicant urges that, in light of such ruling, it is clearly entitled
to a finding of no likelihood of confusion because not only is its
mark different fromregistrant's marks, but its services are even nore
different fromregistrant's goods and services than the fast-food
restaurant services at issue in the English court's ruling. The fact
that the Examining Attorney, as applicant further points out, "has
failed to address or refute the |atest Court decision by Judge
Neuberger" is of no nonment, however, inasnmuch as such a decision from
a foreign court, interpreting a different statutory framework, is
irrelevant in this appeal

11
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1999); In re Appetito Provisions Co. [Inc.],

3 USPQ2d 1553 (TTAB 1987); Anmpbco O | Co. v.

Amerco, Inc., 192 USPQ 729 (TTAB 1976); TMEP

81207.01(c) (ii).
It is plain, however, that the word portions of the respective
mar ks are conprised of, and distinguished by, nore than just the
prefix "MC." Cdearly, in terns of overall sound, appearance,
connot ation and commercial inpression, the word portion of
applicant's "MCHEALTH CLINIC' and design mark is substantially
different fromthe word portions of registrant's "RONALD MCDONALD
HOUSE" marks and its "RONALD MCDONALD HOUSE FAM LY ROOM' mar Kks.
Even allow ng for the descriptiveness, as evidenced by the
di scl aimers thereof, of the words "CLINIC' and "HOUSE, " it
obvi ously remains the case that the suggestive term"MCHEALTH" in
applicant's mark bears essentially no resenblance to the nane
"RONALD MCDONALD' in registrant's marks.”™ W therefore agree
with applicant that, on this record, contenporaneous use of the
marks at issue is not likely to cause confusion as to source or
sponsorshi p, notw thstandi ng the conplenentary nature of the

respective goods and services. ™

Deci sion: The refusal under Section 2(d) is reversed.

"1t is pointed out that, in articulating reasons for reaching a
conclusion on the issue of |ikelihood of confusion, our principal
reviewi ng court has indicated that "there is nothing inproper in
stating that, for rational reasons, nore or |ess weight has been given
to a particular feature of a mark, provided [that] the ultimte

concl usion rests on consideration of the marks in their entireties.”
In re National Data Corp., 753 F.2d 1056, 224 USPQ 749, 751 (Fed. Cir.
1985). For instance, according to the court, "that a particular
feature is descriptive ... with respect to the involved goods or
services is one commonly accepted rationale for giving | ess weight to
a portion of a mark ...." Id.

” W hasten to add, however, that a different result might pertain in

a proceedi ng (such as an opposition) in which evidence that registrant
possesses a fanpus fanmily of "MC'-prefixed marks is made of record.

12



